REMARKS 

Status of the claims : 

With til'' .\\jove .AW/ -w^ , cIaww:- i, , .ii;; i 7 ihtVf- b'-.'ti 

■ UM' ^11' i^.-d '"ind c 1 a 1 ni^^ [■ :\\\d 17 I-l Ivp/^- L-^'^f-ii ( -'"ii K'f:^ 1 .U-( 1 . '^.1lu^^, 
■_:l.iiir;n 1.-4 and '^-11 ai'^^ r':Mi^:]ina ."ind i-^- idy for f.i]t;the.r acM. i.(.ai ^'n 
tdie ni^i its. No new iiialt-^i" lias bc'^en .idd':-(i by v;av of t rUH)\^e 
/iinendnieiit s . Support for tdie a;:^eridinca"d- o to clainio 1 and 2 ocr::ur 
at. paqe 10, line 21 to pau^^ 11, line I, and at paqe 14, line 2 4 
t o pa^nr 15/ 1 me 2 . 



Abstract 

The Examiner has objeoted to the absenoe of the abstract. 
Attached to this response, please find an abstract. Withdravaal 
of the objection is respectfully requested. 



Rejections under 35 USC §112, second paragraph 

Claims 12-14 have b^^^ai reiect.ed undei^ 3 5 USC §112, second 
paraqi\^ph as bemq i nd^'d i n 1 1 e . 44ie hxanriiier assei^ts that the 
c-atalyst cannot be defiin-d by the feed oil because tlie catalyst 
IS .1 nd^y..a anient of the '..dai!i:s 12 14 lia:*e b^^^iai c-ui^'e! I 1 so 

*da- V'- ]'--c\ i^-.n i. s la'. V/ : M id i". ro ni vf Me- ra: ;i c t i ca i .is 
1* sf - ■ ^ f a 1 i y 1 ^ ■aue-^-^ ' ' ■ 1 . 



Rejections under 35 USC §102 

1 - 1 -1 liave L.;ef-ii (.•■■■iiiCfA ie- i ^'v.' tlH"- r^-n--.'^ n.ni i i:^ nic \ A; v; 1 1" h r( -i-'p^-'. 
t V t'hose^ claims. V/it:li i;^ - ^^pf - 1. i.o liie j c-c 't: i c.mi (...r/er I'^K ' ^'A t-r 
(■.•laiins .1-7 arici 11, thc.^ rc.y ect: lori .is t r.wersed foi.^ the f ol .1 ow i M'.:i 
1 easoMS . 

For the Exanune^r's benefit., att-iched to this respons^'o 
please tmd a translation of FR '951. 

FR '951 discloses that a nitroqenated conipoiind such ^is 
ammoniac is contacted with a catalyst durmq sicL f u r i za t ion ^oi.~ 
sul f idizat ion) . However, the content of th.e ammomac compound is 
greater tnan 0.2 -r^ b;,^ weialit ipref^rably greater than 0.5 ^ by 
weight^, which is greater than the content of the organic 
nitrogen sompoiind m amended claims 1 and 2. See page 7, lines 
I 5 of the English translation of FR '951. Further, in Examples 
5 a.nd 6 m FR '951, 0.1 - by wc. iqht an i Line (753 ppm as nitrog^'ai 
weight) and 0.1-^ by weight: n Ici t y h^imn ne i I 92 ppm as nitrogeui 
w(/ight) are added, respectively. Scf- p^iae 12, lines .3-2 from the 
t)ottom ruid pacjt^:^ 1^, Iiih^s '^^■■7. R^vcrise- th(^ a^.u^ (.vlI f -oii t j i ^ 
^otbl'-^ - by weialit nit.i(.Mj-ii ( rvi ppnc , . i (iiscd^v^f^d m i^/itvlc^ 2 < ^-u 
\ ■ \- U'- M'.y t h^.- t ^ >t ci 1 !M t ]'r-]..ii vca itt mi ic-i U'lf d f -s 7 .nib r .j^iv^un* ^ 



i^-sm!1. r/ ^. tln^ m r/^ ^ r t-' i ' i itf^ ls 1 ^ ^v; m: r.:-^."Hiu:> U: I, \';liic.'!! i tu.;t 

p ' f f MMb 1 . l^'r'tMn t hu-^ i.-f-sult , one -idiiinry ^'k i 1 1 iii the eiM. 

vyouLtl r'e.Kiily se^^ that: t Ik- ]."c^ £ (.^i"oriee t'-.eeh*-; ni^ siiqq^.^i-'t. s \ at. 
].e.-ist. I5i) ppiii of inti'-.;qoii is needed o.;n on 1 f ur i. zo t l on . ^rh.i e lo 
(ju t s .1 d(- thc: ranqe oL the 10 to loe p^pMii an oi'^-ianio niti'ocern 

'joiiiponnd as olainieLl m t\iz- instant o 1 3 1 in 1. 

rurtner, tlie bcilmq t emp^^rat nrc-s of aniliiK: and 
n- butyl amine used .in bxamples 5 rind ^: are '\8A°C and 4 5"C, 
resp^^o t 1 ve ly , vdii':d"i ai^e oat of the^ i^anuc^ c.^ f: the oi"ganic nitroqen 
oompound, defined m claims 1 and 2 (i.e. cu^eater tha.n 200 "C) . 

Moreover, FF. '951 uses a teed oil containing a higher 
concent rat nDn of nitrogen compound than the^ range of 10 ppm to 
130 ppm of organic nitrogen compound clarmed in the instant 
invention. As an example, tlie feed oil containing 650 ppm (0.065 
by weight ^ nitrogen is used as shovai in Table 1 on page 10. 

Thus, FR 'i^51 cann^"^t anticipat.e t he instant invention 
h e c:a u s e:^ it fails t o d i s ^r^ 1 o s e 1 1 1 e e 1 e m n t s of the i n s t a n t .1 y-^ 
claimed invention. The i'^ ^ i ^"ud- i c ai is inapposite. Withdrawal oL 
t lic^ reve^-'tion is waiaiantf-d and i'raq.XM -f [ u 1 1 y i.a-c juca^t. eii . 

More-c.jver, \ he- ab^..)V^- d i f t ^ a ^ p ■ a an- bas^-d cjii a ci i I 1 ^.a ea ica^ 
in t h^.- ^. TiU-f't a t h^ ■ \ W' iiri-n* i ^na. Tin' -hur-at: ■[ tii^- Fi\ T.d ; 
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tot~ t lie ^^i.il f ui" .1 za 1. 1 on iii I^'K 'i^'-l. S^-e p..iqe '/ , Lines 3 3. la 
othei; words, FR '951 at t: ^^aar^t. s \: n eont rc/I t.he :icicl po.int: in an 
a c: L i V a t l o n s t.. e p v; .] t. h s a 1 1 a lai. z a t" i c a i . 

L n c o n t r a s t. , t h e o L) j o c t o I t:: h e 1 1 1 s t a n t: i n v e n t: i o n i s L o 
impru^ve act ivi t y f o I. 1 ow.i na i nit lal cieaat ivat irai durinq st^ibie 
hydrocrackmq after the sul I an zat ion process. That is, to 
maintain botli higli and stable catalyst ac::tivity Cor loriQ periods 
of time. The aim of the instant iir/ention has been accompl i she^d 
by contacting the hydro-cracking catalyst v/ithi an orqanic 
n 1 1 r o g e n c o mp o ii n d at 1 o w o n c e n t r a t r o n , w h r c h is i n a r a ng e o f 
10 ppm to lOOppm v;l"ien a feed oil havmq a low concent rat r on of 
nitrogen, which is not mci'c tdian lOppm, is hydrocracked . For 
the abco/e ia:asons, it is i^'^oi^pect fal ly requested tliat the 35 
U . S a". § 102 reiection over FK 'aOl b(i withdrawn. 

Rejections under 35 USC §103 

Thiims 8-10 liav- l--a ^vr-■■a^-^l and-r ' ' ^^Fo S 1 ' ' / oi ■ 
b^a na 1 1 np. i t ^ m 1 1. a b .b.- *...o-^a V'^d ■ Id-. 2^0- at 1 in \o O'-; 'h Foa^ 



J 



Instant Invention 

"Fh-- 1 1 1^^ t ■ i lit: L r: '.■'.[! ! - 1 1 ■ \ 1 1 v--- t . , ^ ■ t; j ). ^f i ; ^ f 1 r/a !.. , , ' i ."u ' k i ! i . f 
hydroca L-bci: o i L i:^ , :'C'ii:t ^ 1:-mip.i se\'e'ia_l st . Th^r f i i^^'t at.-p "i 
pre - ::oMt ac' t i :uj a I'lyd laa' rou^; i iia catai 1 y;-d.. v;itli a scdat r 
aant a 1 n i riq an orLyini::* Mitia^-K-ai cornpounci in a L\.tiiae ol i 0 F'f-au ' 
ICO ppni by nitroqeii w^-^iciht . Second, a step i. ^^ perfoi'iaed vdier-iai 
a f(^ed oil substantially comprised of hydicc:arbon o.i. 1 s and 
h^'drjgen ls ccntact(^d with the hydroci;ack iaiq catalyst that has 
oeen contacted with tlie 0]'<-:ianic nitrogeai coniponnd , l^his st^-^p is 
p'^vrfe)rmed in ordei^ to obtain a liydiT^ca i^bon oi 1 wit!i a Lower 
oi'inlmg point that that of tlie feeoi oil w'herem the 
c:oncent rat ion of n.itrogen m the feed oil is not more than 10 
praa. The organic nitrogen co^mpound is an organic nitrogen 
ociapound having a boiling point that is Lower than a 50^ 
(i Lst 1 1 lat ion temperature of the feed oil and that is higher than 
2 :o C. 

Disclosure of FR '951 

FR '9tl rliscLoses that a nitroaenated ccanf a oind , sacli as 
ammoniac, is ;^~i] t act eci v/itdi a ccit/ilyst ciiiLin^i su 1 ! nr icai t i cai ; ■ 'C 
sal f n:i 1 cat n- 'M ■ . F^R ^ a^'d ale- dl^adcses tlra tdi- c.ntenl C' t t h^- 
amimcnic;- mf-an^i i ni'-.o.fa tli-ic c , ; - ty w^. aali^ ' [)] ^ ■ I ' r ^ [\ ■ \ '/ 
■Jr^cUoa tlcc! 'O'— \ w-ruC i-'^'-'-- f^.a^ ; m c 1. ' Mi- 
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s.jt isfy ..1 I-' ■ : 1 1 ii'j point tdi d i ^' Icv;^- 
than a bO^ d i st i J 1. a t ion temperature oi; tlie feed oil and 1 liat i. 
1 1 1 c:] h e 1^ tdi a n 2 0 0 " C . 



Disclosure of Hass '296 

H a s s '29 6 discloses m i dba r r e 1 fuels t:. h a t ho i .1 p i: i nia r ;i 1 
b e t w een a b o u t. 3 0 0 C a n d 7 0 0 C td i a t. a r e prod u c e d f r C' m li i g 1 1 q r 
boil 1 ng feeds c out a i n i ng less t b.a n 1 0 ppm nit roq e Ui by 
hydrooracki nq in the presence O'f controlled amounts of added 
nitrogen oompoauids inoludmq ammonia or hydrocarbon amines m 
amounts co-rrespondi ng to about 5 to about 100 ppm nitrc)qen, 

Hass '296 fails to disclose any organic nitrogen ccirpounds 
that satisfy a boiling pr)int that" is lower than a ''^■0- 
d 1 s t ilia t i o n t e mp e r a t u i' o f the fee d o i 1 a 1 1 d that is li i g li e r t h a 1 1 
2 00 C. 



Removal of the Rejection over FR '951 in view of Hass '296 

Apfd iC'itit s a^c-'^ut t h.c \ Ic-riiMMP-L' hu^' fai 1 cnl t" (.^ muk^;- 

1 /CO nij I'cii do 1 S' ■ [ I -.m ■ u a 11' 'ss c O i i m qu t d t. !. ^ t Ir ■ ■ 



tn^- t:. 



Ill 



n There inuFt. be some suciqest: ion or iiioL i vo t :i on , eithei^ i ii t: lie 
re f ereiioes Lhenise I ves or i ii the krK:ov 1 odqe./ qeiiora 1 ly ava 1 1 abl e 
to one of O'rdinarO' skill in the ai;t , to modify thf:r referenoe 
o 1'^ t c ' CO m.o 1 n e r e f e r e n c e t. e a o h i n q s . 

2) Thei'o must bo a roasorn^ble expectation of suc;:ess. 

3) The priC'i art: re;fererice^ (or references v;hen combined) must 
t eardi c-r suggest all che claim limitacions. 

3*E:e MPEP §2142 and In re Vaeck, 2D USPQ2d 1438 (Fed. Cir. 1991). 
In parti'sulaiq the Exeaainer has frilled t'C meet the third elemient 
cr- make a prima facie obviousness re-jection. Neither FF^ '951 
nor Hass '296 dis::]ose or suggest using organic: niti^ogen 
oc'mpounds that satisfy a boiling point that is lov;er than a D % 
d ist i 1 lat i(jn temji^era ture of the feed oil and that is higher than 
2 OCT'. In p'articularq FR '951 discloses using ^iniline and/or 
n ~butylair.i]ie , which toth. heive boiling points well k)elow 200t:: 
(which is ^baimed in claim 1) . Hass '2 96 discloses using 
ammcaiia and/c-r hydrocarbon amines (see the abstract) . Hass '296, 
m Example 3, uses t-laityl amine as an example ot t\\(-: 

i 1 Y 1^1 L ''..J 'v_, CX L C 1 i Cl. I I 1J_ n t: , V'J 1 J _i. 'v_.. 1 i i 1 V- 1 ■ -i C' V....' J_ J_ _L. 1 i C '--J -L i 1 L. \\ ^-C -L .1. I J C ._L vV ^ W 'v.' 

I 4 C) . Thus, ne it tier VV ' jV] i](..;r Ha^o' '296 dis(.q':^se <-:.:\' sulko'^sI 
asmq OL"^.r.urio nitrc^ien ■ >n -O nd s th^O. 5:^at:isfy :i Ixoi 1 i nq pron^ 
* h ' 1 1. o b . ' \ t ! i u i a ' ' do-"' \ \ C on ^ * i m [ ■ ' r i ' a o d M ; ' - fo - ■ d 





Conclusion 

VJith th^v abo\'e reI"nal;k^' aiu.l anu-i-idtneiita-, jt i h t-^elii-vecl tliat 
tiie claims / as the\' nov; st-uid, clef me pa *.. enl ab i subject. inatta:.a.- 
such t:hat a passage of tlie instant invention to allowance is 
wari;anted. A Notice to th.-it; e[rec::t is eaiaiestly solicited. 

ICirsuant to 3 7 C . F . R . § § 1.17 and "1 . 1 3 6 i a ) , App 1 icant ( s ) 
respectfully petition (s.) for a onc^ (.1) niontli extension of time 
for filing a reply m connection witli the preseait appl i-ja t ion , 
and tlie required fee cf $110.00 is attached liereto. 

If any questions remain regarding the above matters, please 
contact Applicant's representative, lb Benjamin Schroeder f Rero . 
No. 50,990) , m the WashiiiQton metropolitan area at the phc'iie 
n u mb e i: 1 1 s 1. d b e 1 o v; . 
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K(-spectfiil ly subni .i t: t ed , 



HIRCH, j^EVlART, KOLASCH^ E^IRCH, LLP 
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MSW/TBS/crt 
At t achment s 



Marc S . VJei.iier, #32 , 181 
P.O. Box 747 

Falls Chur;clp VA 22040-0747 
(703) 2 0 5 ■■ 8 0 0 0 




VERSION WITH MARKINGS TO SHOW CHANGES MADE 
IN THE CLAIMS : 

1 .i : \ur^ ' 12-1 !: bi- -n ; -n: ! • m . 

llie claims Imvc been .unended -u- fel d >lv^' : 

1. lAmend'-d' A inetdiecl of lr.eii-^: 1- ick : no 1 lyd rc':' i > t ^n i ! e , 

eoniprisiiiq tl'ie steeps ot : 

pre - cent, ac t_ i ng a I'lyd roc I'ack i. n:^ e.italyst with solut.i':.ai 
containing an organic nitro^gen compound in a range of 10 ppm to:) 
100 ppni by nitrogen weight; and 

contacting a feed oil substantially comprised of 
hydrocarbon oils and hydrogen with th^^- hy^droc:racking catalyst- 
that has been contacted W'lth the organic nitrogen compound in 
order to obtain a hydrocarbon oil witli a lower boiling point 
than that of the feed oil wherein the conc en t rat icii of nit_roqen 
in the feed oil is iic-t moi^e than 10 ppm ; 

the organic nitrooen compound being an organic nitrog^-n 
c: o n ip o u n d 1 1 a v i n a b o i 1. in q po i n t t hat. is 1 c") w c r t li cui a 0 ('^ ^ 
distillation t emperat urT' ^f the feed oil and that is hicher th'in 
2 00 -c . 



, AniraK.kM:i ) A ■ t 1 1'. hI ( d I r/d m c; i\ick i i u.j hvd roc. ] rt j^..c i 



■ ICl 'd 1 O 111 ]. ■' ■ ^ ! ' 1 ^rUf 



1 1. ■ i ^ 0 1 n 'g 1 



am I 



no i 1 



1- 1 : 



: i!:^ -iiv I h 1 \' ! ]!■ I \ v^'^ ■ i ; s t i I 1. a t i ■ " 1 1 ^ - i-".}-'' i;.:tt ■ i : - f 1 1 - 1 1 is 1 < ■ 
^ ! ; t ! 1 ■ ; 1^: • ^ ^ 1 L M 1 1 . i ' ^ Mir - ■ 1 i ^ ' 1 ■ ■ ^ ; 1 r . i : ' 

ir^M :iiit .i ..t '. 1 y rcMiipi" J '-^1 hyd ! "< ri ■! i aii'.i t.l:."it. la^ lii.Ui^M^ 

2 ( w 1 (.: with hy::h;:)( " r.ick i n...; -.vntalyt^^- \vhf-M"e"ni tli- 

v'^: iiceiit. r<.it 1 on of n 1. 1: rcH.^ei i iii tho to-^^-i 1 is nou. iikolo..; th.iii L'.^ 
ppni; and 

oontaotmq the feed oil and hydrogen witdi the hydroc raok i n^^ 
oatalyst that has been oontaoted witli the petrolenm fraotion m 
oo\iei- to r^btam a hydrooarbcni oil witli a boilinq point lower 
than tliat ^af tlie feed oil. 



7. (Ati'ierided) The hydroorackmy method according to any one 
of Claims 2[,] or 4[, and S,] wherein, as a result of contact mq 
the p€-ttroleum fraction with hydrocrackmg catalyst, the 
hiydrocracking catalyst coPitains 0.01^ to 1< by nitrogen weight 
of the organrc nitrogen compound per catalyst w^eight . 



